TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM G HERBERT, LOREN E. HENDRI X,
GARY J. MAIER and ERNEST F. MNATYI

Appeal No. 95-2930
Application No. 08/043, 953

ON BRI EF

Bef ore SOFOCLEQUS, CAROFF and PAK, Administrative Patent
Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

Herbert et al. (appellants) appeal fromthe exam ner’s
final rejection of clainms 37 through 45 which are all of the
clainms remaining in the application.

Claim37 is representative of the subject matter on

appeal and reads as foll ows:

! Application for patent filed April 5, 1993.
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37. A process conpri sing:

(a) formng an article on a mandrel conprised of a
contoured surface, wherein the article overlays the contoured
surface of the mandrel, thereby resulting in the article
conpri sed of a correspondi ng contoured surface, wherein the
contoured surface of the mandrel defines:

(1) two opposed pl anes, at |east one of which is
i nclined;

(ii) afirst flat region curving into a first raised
region and a second flat region curving into a second rai sed
regi on;

(ii1) a screw thread; or
(iv) one or nore grooves; and

(b) subjecting the article to circunferential notion
relative to the mandrel, wherein noving the correspondi ng
contoured surface of the article over the contoured surface of
the mandrel creates axial novenent of the article away from
the mandrel.

The sole reference relied upon by the exam ner is:

Hai dle et al. (Haidle) 4,909, 582 Mar. 20,
1990

Clains 37 through 45 stand rejected under 35 U.S.C. § 103
as unpatentabl e over the disclosure of Haidle.

W reverse.

In rejecting the clains under 35 U.S.C. 8§ 103, the
exam ner recogni zes that the Haidle reference does not

descri be:
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(b) subjecting the article to circunferentia
notion relative to the mandrel, wherein noving the
article over the contoured surface creates axia
novenment of the article away fromthe mandrel.
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Specifically, the exam ner states (Answer, page 3) that:
The Hai dl e patent acconplishes the renoval of the
article by noving the mandrel and article, not just
the article as presently clainmed.
The exam ner then goes on to conclude (Answer, page 3) that:
It woul d have been obvi ous to one having
ordinary skill in the art at the time the invention
was made to utilize any of the conventiona
circunferential novenents to renove the article from
the mandrel, because the Haidl e patent discloses the
el ectroform ng of an article on a mandrel and the
renoval of the article by a functionally equival ent
circunferential novenent.
However, the exam ner’s conclusion is unsupported by facts.
On this record, the exam ner has not expl ai ned how wavegui de
26 (article) can be rotated with respect to a stationary
mandrel so as to create an axi al novenent of the wavegui de 26.
The exam ner al so has not expl ai ned why one of ordinary skill
in the art would have been notivated to enploy the device of
the type described in the Haidle reference in the nmanner

proposed by the exam ner. The exam ner sinply has not carried

his or her burden of establishing a prinma facie case of

obvi ousness within the neaning of 35 U S. C

§ 103.
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As a final point, we note that U S. Patent No. 4,781, 799
I ssued to Herbert, Jr. et al. on Novenber 1, 1988 (Herbert)
descri bes renoving an el ectrofornmed hollow article (sl eeve)
froma mandrel by sliding the article away fromthe mandrel.
See colum 20, lines 35-47 and colum 22, lines 22-39. Upon
return of this application, the examner is advised to
determ ne whether the Herbert reference affects the
patentability of the clainmed subject matter. That is, the
exam ner is advised to determ ne whether sliding the article
necessarily involves twsting (circunferential novenent) and
pulling the article or whether one of ordinary skill in the
art woul d have reasonably expected that tw sting and pulling
woul d have enhanced the sliding of the article away fromthe
mandr el .

In view of the foregoing, we reverse the exam ner’s
decision rejecting the appealed clains under 35 U S.C. § 103

and remand
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the application to the exanm ner to determ ne whether the

Herbert reference affects the patentability of the clained

subj ect matter.

irg

REVERSE and REMAND

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge
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Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge
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